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Introduction

The Trustees of the Stevens Institute of Technology recognize the value to the Institute and to the employees of the Institute, academic and nonacademic, of obtaining patents for inventions and discoveries made by employees. The development of such inventions may involve complex interrelationships between the inventor or inventors, the Institute and its services and facilities, and industrial, governmental or other sponsoring organizations. As a consequence, it is essential that equities or rights involving such relationships be appropriately appraised and resolved. To this end and to facilitate the efforts of the Institute in applying for patents, licensing patents and patent applications, and distributing any royalties or other income equitably, to obtain funds for research, and to provide a uniform procedure for patent matters involving the Institute, the following policy is adopted.

Definitions

Direct Costs:  disbursements by the Institute in obtaining, enforcing, maintaining and marketing the patent rights of an invention.

Invention:  any possibly patentable device, process, or product.

Invention-Disclosure Report:  a written report describing an invention in sufficient detail to permit the patentability and commercial prospects of the invention to be evaluated.

Permissible Activity:  an activity permitted under announced Institute policy in force at the time of the activity.

Shop Right:  a nonexclusive right to make, use or practice an invention (but not to sell or lease the invention) without payment of royalties to the inventor or inventors or their assignees or successors in interest.

Statement of Policy

1. 
 All matters relating to patents in which Stevens Institute of Technology is in any way concerned shall be administered by a Patent Committee.

2 
The Patent Committee shall consist of the, the Director of Institute Technology Initiatives, the Treasurer, and two or more additional members appointed by the President from among the faculty and professional research staff. For members of the committee appointed by the President, the period of appointment shall be for two (2) years. Members of the committee shall serve without extra compensation.

3.
The Patent Committee shall have the following powers and duties:

3.1 
To meet from time to time as necessary to discharge its duties, with due regard for the fact that valuable patent rights in the United States and foreign countries can be lost if patent applications are not timely filed.

3.2 
To evaluate each invention-disclosure report submitted to it, with such expert assistance as may be necessary, and to report its findings and recommendations with respect to each such report to the President.

3.3 
To determine with respect to each inventor for each invention-disclosure report whether the inventor has executed an agreement to assign invention and patent rights to the Institute under the present Patent Policy 

3.4 
To recommend with respect to each invention-disclosure report whether or not the Institute should bear all of the costs in obtaining, enforcing, maintaining, and marketing patent rights in the invention which is the subject of the invention- disclosure report or when appropriate, the balance of such costs in excess of the share borne by the inventor or inventors

 3.5
To authorize applications for patents and to retain patent counsel for matters pertaining to the filing of patent applications, the prosecution thereof and any litigation that may arise there from, subject to approval by the President.

3.6
To submit such inventions as the Patent Committee deems appropriate to a patent management service with which the Institute has an agreement.

3.7 
To release patent rights in an invention to the inventor or inventors where the equities so indicate, subject to the inventor or inventors’ granting a shop right to the Institute.

3.8       In its consideration of matters relating to each particular patent situation the Patent Committee shall seek the advice of patent counsel where appropriate.  

3.9 
To make such reports to the Board of Trustees or its designees as the Board may direct.

4.
 Members of the faculty and staff and other employees shall submit a timely written invention-disclosure report to the Patent Committee for each invention they have conceived or developed, except for inventions resulting from permissible activities carried out without the use of Institute facilities or services.

 5.
An agreement to assign rights to inventions and patents to The Trustees of the Stevens Institute of Technology except inventions resulting from permissible activities carried out without the use of Institute facilities or services shall be mandatory for all employees, academic and nonacademic. The agreement shall provide that the employee shall make no consulting or other agreement with a third party which is inconsistent with the agreement to assign invention and patent rights to the Institute. A form for the agreement to assign invention and patent rights to the Institute is attached to this Patent Policy statement as Appendix A. Members of the faculty who have previously made an invention and patent agreement with the Institute shall have the option of executing or not executing the agreement of the present Patent Policy. Subject to obligations under any agreements entered into by the Institute, all employees, academic and nonacademic, who are employed under research contracts, grants in aid, or service or industry agreements or other special activities shall make such assignments of inventions, patents and patent applications as may be necessary in each specific case in order that the Institute may discharge its obligations, express or implied, under any such Institute agreements. The Institute shall provide to any signatory to the invention and patent agreement under the present Patent Policy, upon request by the signatory, a copy of any provision of any agreement between the Institute and a third party which may affect the rights of the signatory under the invention and patent agreement.

6
Any invention made by a student enrolled at the Institute belongs to the student, with the following two exceptions: (1) an invention made by a student who is on the payroll of the Institute, and (2) an invention made by a student in the course of a research project outside of ordinary curricular activities which is carried out under the direction of a faculty or staff member of the Institute and involves facilities or services of the Institute. A student who is not otherwise subject to the terms of this policy, at his option, may assign his invention to the Institute, after which, if accepted by the Institute, the invention becomes covered by this policy. All students, both graduate and undergraduate, who are employed by the Institute shall be required to sign the patent and invention agreement of Appendix A and shall be subject to the terms of this policy. Any student who carries out a research project outside of normal curricular activities which is under the direction of a faculty or staff member of the Institute and which involves facilities or services of the Institute shall be required to sign a limited patent and invention agreement which brings within the scope of the present patent policy all inventions made by the student in the course of the research project. A form for the limited patent and invention agreement is attached to this Patent Policy Statement as Appendix B.

7.
 For each invention which the Patent Committee recommends be accepted by the Institute and for which the recommendation of the patent committee is approved by the President, the Institute agrees to pay annually to each inventor who has executed the agreement of the present Patent Policy to assign invention and patent rights to the Institute, his or her heirs, successors or assigns a share as set forth in subsections 7.1 and 7.2 below of the net royalties and other payments received by the Institute in respect of the invention, subject to prior recovery of the respective direct costs of the inventor or inventors and the Institute in obtaining, enforcing, maintaining, and marketing such patent rights and the payment of fifteen percent (15%) of the proceeds to the Institute as overhead, and subject to obligations under any agreements entered into by the Institute.

7.1 
In the case of an invention for which there is a sole inventor and the inventor has executed the agreement of the present Patent Policy to assign invention and patent rights to the Institute, the share of the inventor of the net royalties and other payments, directly attributable to the invention, shall be 33.3%.  

7.2 
In the case of an invention for which there are two or more joint inventors, the share of the net royalties and other payments, directly attributable to the inventions, of each individual joint inventor who has executed the agreement of the present Patent Policy to assign invention and patent rights to the Institute shall be 33.3% divided by the number of joint inventors.  

8 
After a total often thousand dollars ($10,000) has been expended by Stevens for the direct costs of obtaining, enforcing, maintaining, and marketing patent rights in an invention the Patent Committee shall review the status of the case, and make a recommendation to the President before any further expenditures are made concerning whether or not the Institute should continue to contribute to the costs after the first ten thousand dollars ($10,000) of direct costs.

8.1 
If the Patent Committee recommends and the President concurs that the Institute not make any further expenditures, the inventor or inventors may acquire the Institute’s rights to the invention, subject to the inventor or inventors granting a shop right to the Institute and agreeing that Stevens will be paid one half of the revenues in excess of direct costs received with respect to the invention.  Such payments to the Institute shall not exceed $10,000.
9 
For each invention which is not accepted by the Institute, the rights to the invention will be released to the inventor or inventors, subject to the inventor or inventors’ granting a shop right to the Institute. 

10 
In the event of any litigation, actual or imminent, or any other activity to enforce or defend patent rights, the Institute may withhold distribution of and impound royalties or other payments received until such matters are resolved. The funds so withheld shall be placed in income producing investments during the period of withholding. Within a period of not more, than thirty days after a final accounting following resolution of such matters, the share of the inventor or inventors in the funds so withheld and in the accrued income shall be distributed to the inventor or inventors, subject to prior recovery of costs and overhead as specified in section 7 above.

11
In the disposition of any net income accruing to the Institute from patent activities the promotion of research shall be given primary consideration.
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